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DETAILED ACTION 
Drawings 

1 . Figures 1 A-1 E should be designated by a legend such as -Prior Art- because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121 (d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum. 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

2. Claims 1-4 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1 and 9 of copending 
Application No. 09/890498. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the claims of the instant application are 
substantially the same as that of the copending application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

3. Regarding application claims 1-4, respectively recite all as recited in copending 
application claim 1, but the copending application claim fails to recite a "tape shaped 
record medium." 

The examiner takes official notice that any recording medium could be used as 
long as video data can be recorded. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use, to further recite to 
record the recited stream to a tape shaped medium, as a choice of design. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject nnatter sought to be patented and 
the prior art are such that the subject nnatter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yoneyama (US Pat. No. 5,701,386). 

6. Consider claim 1 . Yoneyama teaches a recording apparatus for recording a 
digital video signal to a record medium (col. 3, lines 9-12; fig. 1), comprising: means for 
recording a stream in which a compression encoding has been performed (col. 3, lines 
21-23; fig. 1) and a header has been added to the record medium (col. 3, lines 31-34; 
fig. 2B), wherein information of the header added to each frame is the same in all 
frames (fig. 2B). 

Although Yoneyama does not specifically teach a tape shaped record medium, 
Yoneyama discloses disc-type record medium (col. 4, lines 20-21). An artisan with 
ordinary skill in the art would readily recognize that any recording medium could be 
used as long as video data can be recorded. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use, to modify the 
recording apparatus of Yoneyama by utilizing a tape record medium in order to be more 
cost efficient. 

7. Consider claim 3. Yoneyama teaches the compression encoding generates a 
stream having a hierarchical structure (col. 3, lines 21-40; fig. 2B), and wherein the 
header is a header in the highest hierarchical level (col. 3, lines 31-34; fig. 28). 

8. Consider claim 4. Yoneyama teaches the compression encoding generates a 
stream having a hierarchical structure (col. 3, lines 21-40; fig, 28). and wherein the 
header is a header that is added for each frame (col. 3, lines 31-34; fig 2B). 
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9. Method claim 5 is rejected using similar reasoning as the corresponding 
apparatus claim above. 

10. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneyama (US Pat. No. 5,701,386) in viewof Kosugi (US Pat. No. 6426771), 

1 1 . Consider claim 2. Yoneyama discloses all the claimed limitations as stated 
above, except that all the frames of the digital video signal have been compressed by 
intraframe encoding. 

However, Kosugi teaches that all the frames of the digital video signal have been 
compressed by intraframe encoding (col. 3, lines 53-55; fig. 1). An artisan with ordinary 
skill in the art would readily recognize that before MPEG, a variety of JPEG methods 
were used to create consecutive frames. JPEG does not use interframe coding between 
frames and is easy to edit, but not as highly compressed as MPEG. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Yoneyama by utilizing JPEG compression to intraframe encode the entire 
digital signal in order to provide enhanced quality. 

12. Claims 6, 8-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneyama (US Pat. No. 5,701 ,386) in view of Shinohara et al. (US Pat. No. 5,740,306). 

13. Consider claim 6. Yoneyama teaches a recording apparatus for recording a 
digital video signal to a record medium (col. 3, lines 9-12; fig. 1), comprising: means for 
recording a stream in which compression encoding has been performed (col. 3, lines 
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21-23; fig. 1) and a header has been added to the record medium (col. 3. lines 31-34; 
fig. 2B). 

Yoneyama does not specifically teach a system area that is almost securely 
reproduced in a high speed reproducing operation of which the tape shaped record 
medium is traveled at higher speed than a recording operation is formed as an area 
separated from a record area for the stream, and wherein at least part of the header is 
recorded to the system area. 

However, Shinohara et al. teaches a tape shaped record medium (col. 1 1 . lines 
1 5-16; figs. 1 , 6-9, 50-57). Shinohara further teaches a system area that is almost 
securely reproduced in a high speed reproducing operation of which the tape shaped 
record medium (col. 1 1 , lines 15-16; figs. 1 , 6-9, 50-57) is traveled at higher speed than 
a recording operation is formed as an area separated from a record area for the stream, 
and wherein at least part of the header is recorded to the system area (col. 14, line 48 - 
col. 15. line 20; figs. 15. 20. 22-29). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use, to modify Yoneyama by utilizing a tape record 
medium in order to provide lower cost to the user with a system area that is almost 
securely reproduced in a high speed reproducing operation of which the tape shaped 
record medium is traveled at higher speed than a recording operation is formed as an 
area separated from a record area for the stream, and wherein at least part of the 
header is recorded to the system area in order to enhance the picture quality for fast 
playback. 



Application/Control Number: 09/890,497 Page 7 

Art Unit: *** 

14. Consider claim 8. Yoneyama teaches the compression encoding generates a 
stream having a hierarchical structure (col. 3, lines 21-40; fig. 2B), and information 
recorded to the system area is information contained in the header added for each 
frame (col. 3, lines 31-34; fig 2B). 

15. Consider claim 9. Yoneyama teaches the compression encoding generates a 
stream having a hierarchical stnjcture (col. 3. lines 21-40; fig. 2B), and wherein 
information recorded to the system area is information contained in the header of the 
highest hierarchical level (col. 3. lines 31-34; fig. 28). 

1 6. Consider claim 1 1 . Yoneyama teaches a reproducing apparatus for reproducing 
a record medium on which a stream has been recorded, in the stream, compression 
encoding having been performed and a header having been added (col. 4, lines 40-56; 
fig. 3), and the reproduced stream is decoded using information contained in the header 
reproduced from the system area (col. 42, lines 54-65). 

Yoneyama does not specifically teach a system area that is almost securely 
reproduced in a high speed reproducing operation of which the tape shaped record 
medium is traveled at higher speed than a recording operation is formed as an area 
separated from a record area for the stream, and wherein at least part of the header is 
recorded to the system area. 

However, Shinohara et al. teaches a tape shaped record medium (col. 11, lines 
15-16; figs. 1,6-9, 50-57). Shinohara further teaches a system area that is almost 
securely reproduced in a high speed reproducing operation of which the tape shaped 
record medium (col. 1 1 , lines 1 5-1 6; figs. 1 , 6-9, 50-57) is traveled at higher speed than 
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a recording operation is formed as an area separated from a record area for the stream, 
and wherein at least part of the header is recorded to the system area (col. 14, line 48 - 
col. 15, line 20; figs. 15, 20, 22-29). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use, to modify Yoneyama by utilizing a tape record 
medium in order to provide lower cost to the user with a system area that is almost 
securely reproduced in a high speed reproducing operation of which the tape shaped 
record medium is traveled at higher speed than a recording operation is formed as an 
area separated from a record area for the stream, and wherein at least part of the 
header is recorded to the system area in order to enhance the picture quality for fast 
playback. 

17. Consider claims 12 and 13. Shinohara et al. teaches the header is created with 
information contained in the header reproduced from the system area, and wherein the 
reproduced stream is decoded corresponding to the created header (col. 42, lines 54- 
65), 

18. Consider claim 14, Yoneyama teaches a stream having a hierarchical structure 
(col. 3, lines 21-40; fig. 2B), and wherein the information reproduced from the system 
area is information contained in the header of the highest hierarchical level (col. 3, lines 
31-34; fig. 2B). 

19. Method claims 10 and 15 are rejected using similar reasoning as the 
corresponding apparatus claims above. 

20. Claim 16 is analyzed and discussed with respect to the claims above. 
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21 . Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneyama (US Pat. No. 5,701 ,386) in view of Shinohara et al. (US Pat. No. 5,740.306) 
in further view of Kosugi (US Pat. No. 6.426,771). 

22. Consider claim 7. Yoneyama and Shinohara disclose all the claimed limitations 
as stated above, except that all the frames of the digital video signal have been 
compressed by intraframe encoding. 

However. Kosugi teaches that all the frames of the digital video signal have been 
compressed by intraframe encoding (col. 3. lines 53-55; fig. 1). An artisan with ordinary 
skill in the art would readily recognize that before MPEG, a variety of JPEG methods 
were used to create consecutive frames. JPEG does not use interframe coding between 
frames and is easy to edit, but not as highly compressed as MPEG. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Yoneyama and Shinohara by utilizing JPEG compression to intraframe 
encode the entire digital signal in order to provide enhanced quality. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mishawn N. Dunn whose telephone number is 571-272- 
7635. The examiner can normally be reached on Monday - Friday 7:30 AM to 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on 571-272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnatlon about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




James J. Groody 
Supenrisoiy Patent Examiner 
Art Unit 262- 



